Model Essay Answer #1

II. Essay Question



To: Mona L. Jaconde

From: Associate 

Date: May 15, 2007

Re: Craft—NON STOP Milk Chocolate Buttons 

I. Introduction


The recent filing of trademark applications by Jupiter Chocolate (“Jupiter”) and Ekte Sjokolade (“Ekte”) for similar marks, along with Jupiter’s announcement of possible acquisition of Ekte, jeopardize Craft’s trademark rights in NON STOP.  The USPTO has not acted on any of these applications; therefore, the present is a prime time to consider oppositions to the registration of these trademarks.  

II. Craft versus Jupiter Chocolate

A. Lanham Act §2(d): Confusion


Craft may oppose the registration of Jupiter’s NEVER STOP mark on the ground of confusing similarity as the common law senior mark holder.  Analysis of the two marks under the Polaroid factors demonstrates that the TTAB will likely conclude that NEVER STOP is confusingly similar to NON STOP.  
First, Craft’s mark is moderately strong.  A mark’s strength is determined by both theoretical and market strength (Nabisco).  The NON STOP mark is theoretically strong because it is suggestive of the goods’ nature, requiring some imagination by the consumer to conclude that NON STOP is an indication of the candies’ irresistibility (Abercrombie).  Its market strength as measured by market share, advertising, and sales volume (Nabisco) is moderate at best in light of Craft’s limited marketing, concentrated distribution, and modest sales.  

Second, NON STOP and NEVER STOP are incredibly similar.  The TTAB may require parties to disclaim the word “STOP,” foreclosing a LOC claim based upon the use of the word, but the marks in their entirety as evaluated by sight, sound and meaning remain similar.  LOC should be analyzed in the pre-sale environment, since the trademarks in question will be encountered at the point of sale (Munsingwear).  As to sound, the two marks share the arguably dominant word “stop,” rendering the marks auditorally similar.  As to sight, both packages place the trademarks with dominant word “stop” in the center, position the word “stop” below a descriptive term, use comparable fonts,  illustrate floating chocolate buttons, and set the red-oval shaped Scandinavian house marks on the upper left corners.  It is important to note that although the descriptive words are different, they both begin with “n.”  Distinguishing the packages are their color and shape.  Lastly, the similarity as to meaning, conveying the same idea in the mind of consumers further bolsters their likeness.

The products are clearly proximate.  Both are milk chocolate buttons with a candy coating.  In fact, Craft and Jupiter’s trademark applications indicate “candy products,” the same class for goods.  Lastly, they share the same marketing channels.  Both will be marketed in the U.S. in likely the same stores and in the same areas of the stores (Nutrasweet).  Since the products and markets are the same, the likelihood that Craft will bridge the gap is irrelevant.

There is no evidence of actual confusion.  Jupiter has not yet introduced the NEVER STOP product in the U.S. market and there have been no surveys conducted by either party.

Jupiter’s intent in adopting the mark is unclear.  As a result of the parties’ rivalrous relationship, it is possible that Jupiter quickly adopted the similar mark after Craft’s introduction of NON STOP in June 2006.  An adoption of an arbitrary and fanciful mark by a junior mark holder will lead courts to impute bad intent (Stork Club).  Although the case may not be as strong for suggestive marks, evidence of the parties’ relationship may bolster such imputation.  However, this inference will likely be contingent upon showing that NEVER STOP was introduced in Canada subsequent to NON STOP. 

There is no evidence regarding the quality of NEVER STOP candies.  However, since Jupiter and Craft are competitors it may be inferred that their products are of comparable quality.  

Chocolate buttons are inexpensive impulse products; therefore the average consumer is likely to be unsophisticated.  Confusion between marks is more likely where the goods at issue involve relatively inexpensive, impulse products (Gallo). 

Analysis of the Polaroid factors demonstrates that there is a LOC.  Factors one, two, three, four, and eight clearly weigh in favor of Craft, while six and seven arguable weigh in its favor.  Only factor five, evidence of actual confusion is indefinite.

B. Priority Use


Craft is likely to prevail on its claim for LOC to bar Jupiter’s registration of NEVER STOP; however such claim is dependent upon Craft prevailing as the senior mark holder at common law.  An evaluation of the facts demonstrates that Junior may have a viable claim for priority use of its trademark. 


Jupiter will argue that it has priority rights on two grounds.  First, the date of its intent-to-use application, which serves as constructive use of the mark, pre-dates Craft’s date of registration (Shalom).  As an alternative, Jupiter will argue that even if the ITU application has not established priority use, it has already sold and extensively advertised NEVER STOP in Canadian radio and television which reaches a number of northern U.S. states.  Jupiter’s second argument will be dismissed under the Mother’s Restaurant rule which states that prior use and advertising of a mark in connection with goods marketed in a foreign country creates no priority rights in the mark in the U.S. against one who has adopted the same or similar mark for the same or similar goods in the U.S. prior to foreigner’s first use of the mark on goods in the U.S. Therefore, Jupiter’s second argument holds no water.


Jupiter’s first argument however raises concern regarding Craft’s rights.  As a corollary to Jupiter’s ITU argument, Jupiter will argue that Craft’s mere advertising and promotional activities did not establish use of NON STOP before its date of federal registration; therefore the NON STOP application should be denied.  To defeat this claim, Craft must demonstrate that their activities were not merely advertising or promotional activities, but part of a business plan to roll out the candies in the U.S. establishing its date of use as September 2006, the time they began marketing in the U.S. (Impressa), which is before Jupiter’s ITU application.  Craft’s sale of 1.2 million units as to date will bolster this argument by showing that their marketing effort is connected to bringing NON STOP to the market.  

As a secondary argument, Craft could assert their date of use to when they began distributing NON STOP in June 2006; however, this argument may defeat Craft’s goals.  Asserting rights as a result of its distribution of NON STOP to only Florida, Texas and Chicago may prove that Craft established common law trademark rights in those areas but not nationwide, leading it to make an inadvertent limited area exception argument, where the TTAB will allow Craft to maintain its rights only in those limited areas, but give Jupiter nationwide priority for NEVER STOP (Thrifty). 

Even if Craft can defeat Jupiter’s ITU application, Craft faces a second hurdle with regards to Ekte who Jupiter proposes to acquire.  Acquisition of Ekte’s stores, recipes, and intellectual property, also means acquisition of their time line (Warner Vision), which presents yet another dilemma for Craft to carefully consider. 

III. Craft versus Ekte Sjokolade

A. Lanham Act §2(d): Confusion


Craft may face opposition of its NON STOP registration by Ekte on grounds of confusing similarity.   Ekte has marketed its product since 2004 and filed an in-use application.  Although Ekte’s claim of priority use may be questioned, it is likely that Ekte will file an opposition vis-à-vis Craft as a result of the prior conception of the DON’T STOP mark. Analysis of the marks under the Polaroid factors demonstrates that the TTAB will likely conclude that NON STOP is not confusingly similar to DON’T STOP.

First, Ekte’s mark is not strong.  The DON’T STOP mark is theoretically strong because it is suggestive of the goods’ nature, requiring some thought and perception by the consumer to conclude that DON’T STOP is an indication of the candies’ goodness (Abercrombie).  However, its market strength as measured by market share, advertising, and sales volume is unclear (Nabisco).  Although Ekte has launched an extensive marketing campaign, there have been no sales thus far.   

Second, DON’T STOP and NON STOP are distinguishable.  The TTAB may require parties to disclaim the word “STOP,” foreclosing a LOC claim based upon the use of the word, but the marks in their entirety as evaluated by sight, sound and meaning are dissimilar, irregardless.  LOC should be analyzed in the pre-sale environment, since the trademarks in question will be encountered at the point of sale (Munsingwear).  As to sound, the two marks share the arguably dominant word “stop,” however the sound of DON’T is noticeably different than NON.  As to sight, the packages are facially distinctive.  The overall look of DON’T STOP packaging is more sophisticated with a royal blue and script font, while the NON STOP packaging is circus-like with print font.  The package shapes and printed images of the candies are different.  In addition, DON’T STOP includes a description of the candy, while NON STOP does not.   An argument can be made that the meaning conveyed by the two marks are also dissimilar, where NON STOP is an adverb and DON’T STOP is a command, rendering these marks truly dissimilar. 

The products are weakly proximate.  Both are milk chocolate candies, but NON STOP is for milk chocolate buttons with candy coating, while DON’T STOP is for chocolate bars.  It is likely that Ekte’s trademark application, like Craft’s, indicates the class of goods as candy products, and that both will be competitors in the chocolate candy market.  However, the parties have different marketing channels.  Ekte sells its products exclusively at its own chocolate shops, while Craft sells its products in general retail stores (assumed). 

It is likely that Ekte will bridge the gap to sell milk chocolate buttons.  There is no indication that it does at the prior time at its chocolate shops, but such expansion would be reasonable.  

There is no evidence of actual confusion.  Ekte has not yet introduced the DON’T STOP product in the U.S. market and there have been no surveys conducted by either party.

Craft’s intent in adopting the mark is unclear.  In light of the fact that DON’T STOP was an unregistered and therefore unsearchable mark at the time of NON STOP’s conception and the fact that the products’ markets have not overlapped, there is no indication that Craft knew of the DON’T STOP mark.  

There is no evidence regarding the quality of NON STOP candies and the facts do not allow for any inferences to be made.  

Chocolates are generally inexpensive impulse products; therefore the average consumer is likely to be unsophisticated and more easily susceptible to confusion (Gallo).  However, in the present circumstance one could reasonably assume that Ekte chocolate shops generally have higher price points, like many chocolate specialty shops (Godiva), rendering their consumers more sophisticated.  As indicated in Gallo, if the wine could only be purchased at a liquor store, the consumer may be more discerning.  This notion is clearly applicable to the present case.  


Analysis of the Polaroid factors demonstrates that the TTAB will likely find that there is no LOC. Only factors three and four weigh in favor of Ekte, while one, two, six, and eight weigh against it.  Only factor five, evidence of actual confusion is indefinite.  

B. Avenues of Attack


Assuming that Ekte will not prevail on its LOC claim, both marks will be registrable.  However, for Craft, this is not a desired outcome considering Jupiter’s plans to acquire Ekte.  Craft may launch two attacks: (1) the DON’T STOP mark is scandalous and (2) the trademark for DON’T STOP which includes the terms Ekte Sjokolade is geographically deceptively misdescriptive.


Craft may effectively argue the DON’T STOP mark is scandalous and should be barred from registration under §2(a).  Determining whether a mark is scandalous involves a two-step process (Harjo).  First, the meaning of the mark must be judged within the context of which it appears, accounting for connotations; and second, the likely meaning of the matter must be scandalous to a substantial composite of the general public.  Within the context of its advertising campaign, featuring nude men and women addressing their lover and taglines such as “true seduction for kids and grown-ups” it is clear that the DON’T STOP mark attempts to conjure ideas of sex.  Although, sexual innuendo in conjunction with adult personas in an ad campaign may be acceptable in our modern sex-driven era of advertising, the tagline referring to a child’s seduction is clearly scandalous.  In addition, the reaction by the New York Times and Wall Street Journal confirms that the general public will likely consider the campaign scandalous.  Therefore, the mark should be barred from registration. 

Craft may want to argue that Ekte’s trademark for DON’T STOP is a composite mark, which includes the faux-Scandinavian brand name to find that the trademark is geographically deceptively misdescriptive, but the argument will fail on two grounds.  First, the words “Ekte Sjokoalde” is so inconspicuous that consumers will not consider it as part of the trademark (Medic Alert).  Second, the name with a “Scandinavian flair” is merely geographically suggestive and not barred by §2(e)(3) (Hagen-Dazs). 

C. Priority Use 


Assuming that Ekte prevails on its LOC claim to bar Craft’s registration, Craft may attack such finding claiming that Ekte has not established use of the mark, therefore Craft’s date of application prior to Ekte’s date of application gives Craft priority.  Ekte will assert that its widespread advertising in areas such as New York, Los Angeles, Nantucket, and Las Vegas affects interstate commerce, therefore establishing a use in commerce (Harmon).  However, Craft may rebut by stating that Ekte has done what the Impressa court firmly stated was insufficient to establish a use in commerce, mere advertising unattached to any actual rendering in commerce.  Ekte’s three year delay can only work against its claim of use.  The TTAB will likely find that three years is sufficient time to bring a good to market and Ekte has not done so, therefore Craft will have priority rights.  
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